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Art Unit: 1794 

DETAILED ACTION 
Abandonment 

1. On 9/14/2007 the Office mailed an Office action to Applicant which Applicant did 
not respond to within the statutory period. 

On 5/16/2008 Applicant confirmed abandonment in a phone call with the Office. 
A Notice of Abandonment was mailed to Applicant on 6/2/2008 

On 1 1/26/2008 Applicant filed a petition to revive the application as being 
unintentionally abandoned. The Office granted said petition and on 2/27/2009 
forwarded the case to the Examiner along with arguments and amendments to the 
claims. 

Claims 

2. Claims 6, 1 1 -35, 38-65 and 75-76 are pending with claims 1 1 -35, 38-62, and 64- 
65 withdrawn and 75-76 new. Claims 6, 63 and 75-76 are not withdrawn. 

WITHDRAWN REJECTIONS 

3. All rejections of record in the Office Action mailed 14 September 2007, pages 3- 
6, paragraphs 5-8 have been withdrawn due to Applicant's amendments in the Paper 
filed 26 November 2008. 

Claim 76 is objected to because of the following informalities: line 6 states 
"easily torn". This appears to be a typographical error. Appropriate correction is 
required. 

NEW REJECTIONS 
Claim Rejections - 35 USC §112 
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4. Claims 75-76, 6 and 63 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

5. The phrases "intervals" in claim 75, line 4 and claim 76, line 6 are vague and 
indefinite since it is unclear whether the measurement is from centerline to centerline of 
the scratches or from the edge of one scratch to the edge of another scratch or 
something else. 

6. The phrases "scratches on its entire surface " in claim 75, line 2 and claim 76, line 
3, are vague and indefinite since it is unclear whether 100% of the surface is covered 
with scratches without any space between the scratches or does "entire surface" mean 
that only part of the surface has scratches and another part does not have scratches. 
Furthermore, it is unclear whether the surface is only required to have a minimum of two 
scratches as long as they have the specified width, depth and interval. It is unclear 
whether part of the surface does not have scratches in the region along the borders of 
the sheet or is 1 00% of the sheet covered with scratches with 0% of the surface not 
having scratches, even at the borders. Additionally, since sheets are known to have 
both top and bottom surfaces, it is unclear whether scratches are on both surfaces of 
the sheet or just on one side/surface of the sheet. 

Clarification and/or correction required. 

Claim Rejections - 35 USC § 103 

7. Claims 75-76 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Johnson (US 4,581 ,087) in view of Kai (US 4,543,279). 
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Johnson ('087) teaches a tearable sealant thermoplastic resin film (See col. 3, II. 
19-45 andFIG-1, film #10.) 




having uniform, parallel, linear scratches on its entire surface produced by a rotating roll 
(See FIGs 1 and 2 scratches #24 produced by a rotating roll #38 illustrated in FIG-4.) 
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with the linear scratches having a depth of 1 to 40% of the film thickness (See 
col. 4, II. 19-26, depth from 1 to 10%.), whereby said film is easily torn straight in one 
direction from any point along said linear scratches over its longitudinal length (See 
FIG-1, and col. 4, II. 26-35.), however, fails to expressly disclose said linear scratches 
having a width of 0.1 to 10 ji/m and with intervals of 10 to 200 ym, and the arrangement 
obtained by sliding contact with a rotating roll having fine hard particles with sharp 
edges over its entire surface. 
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Regarding the intervals, Johnson ('087) teaches the film being from 2 to 10 mils 
(50.8 to 254 jiym) thick (See col. 3 II. 42-45.) and the depth of the scratches being from 1 
to 10% of the thickness of the film (See col. 4, II. 19-26.) which equates to a depth of 0.5 
to 25.4 jiym for the purpose of providing a film that is readily hand-tearable (See Abstract 
and col. 4, II. 27-35.). When a ratio of scratch depth to interval separation of 3:1 is 
provided as is disclosed in FIG-2 then the intervals is from 1 .5 to 76 jum which clearly 
falls within the above claimed range. Additionally, scratch depth to interval separation 
ratios significantly greater and smaller than this still provide for the above intervals. 
Ratios as low 0.4:1 and as high as 20:1 provide for the above claimed intervals for a film 
having the above thickness and scratches of the above depth. Therefore, it would have 
been obvious to provide a film with the above intervals in order to provide a film that is 
easy to tear. 

Regarding the width of the scratches, Kai ('279) teaches wherein the depth of the 
scratches/holes is determined by the particle size of the grains on the abrasive (See col. 
3, 1. 66 to col. 4, 1. 7.), are shallow enough to be invisible to the naked eye (See col. 3, II. 
28-34.) and wherein the width and depth of the scratches/holes arranged linearly vary 
depending on the kind and thickness of the sheet to be used (See col. 3, II. 63-58.) for 
the purpose of providing a film that can easily be torn without changing the product (See 
col. 3, II. 43-52.). 

Regarding the phrases "obtained by sliding contact with a rotating roll having fine 
hard particles with sharp edges over its entire surface" in claim 75, lines 2-3 and claim 
76, lines 3-4, respectively, it is noted that said phrases are interpreted as being directed 
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towards the method and apparatus for producing the product and not towards further 
structural limitations beyond what is already set forth in the claims and taught by the 
prior art as discussed above. As discussed above, Johnson ('087) teaches the 
scratches in the surface produced by a rotating roll with surface configurations to 
produce scratches of the same depth (See FIG-4, roller #38 for film #10 as disclosed in 
FIGs 1-2.). 

As discussed above Kai ('279) teaches scratches produced in a tearable film by 
a rotating roll having an abrasive surface (See col. 5, II. 21-29 and FIG-4.). 

Thus, it does not matter what is the precise configuration of the rolls when the 
structural limitations of the product taught by the prior art is the same as claimed and 
the product produced by the prior art is clearly capable of being produced by the same 
method and apparatus. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time Applicant's invention was made to provide Johnson's ('087) scratches with the 
above dimensions and configuration as discussed above and in view of Kai ('279) in 
order to provide a film that can easily be torn without changing the product. 
8. Claims 6 and 63 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Johnson (US 4,581 ,087) in view of Kai (US 4,543,279) and Littmann et al. (US 
5,512,337). 

Regarding claim 6, Johnson ('087) and Kai ('279) teach the film with scratches as 
discussed above, however, fail to expressly disclose further having a multiplicity of 
uniformly located penetrating pores and an average opening diameter of 0.5 to 100 /vm. 
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However, Littmann ('337) teaches a film further having a multiplicity of uniformly 
located penetrating pores (See col. 5, 1. 56 - col. 6, 1. 7.) for the purpose of providing a 
structure that is easy to tear (See col. 6, II. 1-7.). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time Applicant's invention was made to additionally provide or substitute Johnson's 
('087) scratches by the pores of Littmann ('337) in order to provide a structure that is 
easy to tear. 

Regarding claim 63, Johnson ('087), Kai ('279) and Littmann ('337) teach the film 
discussed above, however, fails to expressly disclose wherein the fine pores have an 
average opening diameter of 0.5 to 100 jum. 

However, Kai ('279) teaches wherein the depth of the scratches/holes is 
determined by the particle size of the grains on the abrasive (See col. 3, 1. 66 to col. 4, 1. 
7.), are shallow enough to be invisible to the naked eye (See col. 3, II. 28-34.) and 
wherein the width and depth of the scratches/holes arranged linearly vary depending on 
the kind and thickness of the sheet to be used (See col. 3, II. 63-58.) for the purpose of 
providing a film that can easily be torn without changing the product (See col. 3, II. 43- 
52.). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time Applicant's invention was made to modify Johnson's ('087) film with pores with the 
above dimensions in order to provide a film that can easily be torn without changing the 
product. 

ANSWERS TO APPLICANT'S ARGUMENTS 
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9. In response to Applicant's argument (See pp. 23-26 of Applicant's Paper filed 26 
November 2008.) regarding Kai ('279) as a primary reference, it is noted that Kai ('279) 
is no longer cited as a primary reference, thus, all arguments regarding such are moot. 

10. In response to Applicant's arguments (See pp. 21-22 of Applicant's Paper filed 
26 November 2008.) regarding Figures A-F being attached and arguments regarding 
such, it is noted that no figures are attached to said Paper. 

11. In response to Applicant's arguments (See pp. 24-25 of Applicant's Paper filed 
26 November 2008.) regarding newly presented independent claims 75 and 76, it is 
noted that the teachings of said claims are discussed above. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brent T. O'Hern whose telephone number is (571)272- 
0496. The examiner can normally be reached on Monday-Thursday, 9:00-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Larry Tarazano can be reached on (571) 272-1515. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/BTC7 

Brent T. O'Hern 
Examiner 
Art Unit 1794 
March 5, 2009 

/Elizabeth M. Cole/ 

Primary Examiner, Art Unit 1794 



